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Interview Agenda - USSN 09/351,778/Exaratner Priebe 
April 24, 2003 

Discussion of Pending Official Action dated 3/18/03 

Interview Attended by Associate Counsel David L. Parker, Reg. No. 32,165 



1. Rejections under 35 U.S.C. §112, 1 st Para. 

Claim 40 - discuss amendments to remove reference to individual E3 elements. In formal 
response, we will point out specific support. 

Claims 45,51 - discuss amendments to address concern regarding "overexpression. 77 One 
possibility might be to "DNA encoding ADP, wherein the ADP is positioned to be overexpressed 
relative to wild-type." We would appreciate any suggestions. 



2, Rejections under 35 U.S.C §112, 2 nd Para. 

We don't fully understand the rejection. Suggestions by the Examiner would be appreciated- 



3. Rejections under 35 U,S.C. §102/103 over Tollefson 

We would consider focusing further prosecution on claim 13, which would overcome all pending 
102 rejections over Tollefson. 

Alternatively or additionally, we would consider amending the vector claims to refer to a 
"pharmaceutical composition." 



4. Rejections under 35 ILS.C- §102 over Henderson/Little. 

We would like to discuss 1) evidence of conception contained in the exhibits to 13 1 
declarations) of record, and 2) caselaw such as In re Stempel, 1 13 USPQ 77 (CCPA 1957) and 
In re Schaub, 190 USPQ 324 (1976) (copies attached to this fax), which hold that 131 
declarations need not demonstrate conception of a genus, only a species of the genus or so much 
as the prior art shows. 
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In re Sckmb, Bcmady, and Weiss 
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Court of Customs and Patent Appeals 

In re Schaub, Bernady, and Weiss 
No. 76-593 Decided June 30, 1976 



PATENTS 

1. Af&davxts — Anticipating reference* 
(Bale 131) (§12.3) 

patentability — Anticipation — Carry* 
- ing date back of references (§5W03)~ 

Showing rhai applicants viewed invention 
as embracing series of homologous com- 
pounds is unnecessary when it is otherwise 
established that facts set out in Patent Rule 
l3i affidavits would persuade one of or- 
dinary skill in an to reasonable certainty 
that applicants possessed so much of inven- 
tion as to encompass reference disclosure; 
face that reference compound was bracketed 
by it* adjacent homoiog and compound that 
would have been adjacent homoiog if it were 
acid rather than ester, both of which 
applicants reduced to practice before date of 
reference, provides "reasonable cenaiury" 
that applicants possessed so much of inven- 
tion as to encompass reference disclosure. 

2- Affidavits — Anticipating references 
(Kulc 131) {§123) 

Patentability — Anticipation — Carry* 
ing date bade of reference* (§51-203) 

Patentability — Invention — Specific 
cases — Chemical (§515093) 

Compound that applicants reduced to 
practice before daie of reference that disclos- 
ed adjacent homoiog is sufficient to render 
reference compound prima facie obvious; 
closeness of another compound, which was 
reduced to practice before date of reference 
and would be adjacent homoiog of reference 
compound if ir were acid rather than ester, 
supports conclusion that reference com- 
pound is obvious in view of applicant's adja- 
cent homoiog. 

Particular patents — 3-Alkyl-2-(6-Car- 
bo^hexyl)Cyclopenuuione* 

Schaub, Bernady, and Weiss, 3-Alkyl-2- 
f&-C^rbojyhexyl)Cydopenianones and 
Esters and Salts Thereof, rejection of claim 
11 of application reversed- 

Appeal from Patent and Trademark Of- 
fice Board of Appeals. 

Application for patent of Robert Eugene 
Schaub, Karel Francis Bernady. and Martin 



Joseph Weiss, Serial No. 240,814, filed Apr. 
3, 1v72, continuation in pan of application, 
Serial No. 225,6*0, filed Feb. 11, 1972- 
Froro decision rejecting claim 1 1 , applicants 
appeal. Reversed. 

Jack W- Richards and Edward A. Conroy, 
Jr., both of Stamford, Conn., for 
appellants. 

Joseph F. Nakamura (Fred E- McKelvey, of 
counsel) for Commissioner of Patents and 
Trademarks. 

Before Markey, Chief Judge; and Rich,™ 
Baldwin, Lane, .and Miller, Associate 
Judges. 

Rich, Judge. 

This appeal is from a decision of the Kit* 
ent ana Trademark Office Board of 
Appeals ("board") affirming the rejection, 
under 35 USC 102(a), of claim 11 in 
application serial No, 240,814, entitled 
"^Alkyl-2-(o-Carl>oxyhe3cyl) Cyclopcni- 
anoncs and Ester* and Salts Thereof, * filed 
April 3, 1972, as a continuarion-in-part of 
application serial No. 225,680, filed Februa- 
ry 11, 1972. The remaining claims in the 
application have been allowed or indicated 
as allowable. We reverse. 

The invention relates to substituted 9-ox- 
oprostanoic acids 1 (3-alkyl-2-(w-car- 
boxyalkyl) cyclopentanoAes;and the esters 
and canonic salts thereof, said to be useful 
as antimicrobial agents* hypotensive agents, 
anti-ulcer agents, or intermediates. Claim 
U to the generic invention reads: 

11. A compound selected from the 
group consisting of those of the formula: 



wherein R, is selected from the group con- 
sisting of hydrogen and lower alkyl; R 2 is 
a straight chain alkyl group having from 1 
to 10 carbon atoms, inclusive; and 2 is a 
divalent radical selected from the group 
consisting of 



1 "rVospqoic acid" is not a systematic name, 
but a trivial name denoting the compound from 
which the natural prostaglandins, a family of 
pharmacologically important compounds, arc 
considered to be derived. 
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wherein m is an integer from 4 to 8, in- 
clusive, q isan integer from 3 to 5, in- 
clusive, R, is lower alkyl, and R* is 
selected from the group consisting of 
fluoro and lower alkyl; the stereoisomers 
thereof; and the canonic salts thereof 
when R, is hydrogen. 

The reference primarily relied on to sup- 
port the rejection is a published article by 
Finch et aL ; "Cyclopentenone Synthesis by 
Directed Cyciization," The Journal of 
Organic Chemistry, Vol. 36, No. 21, 1971, 
pages 3191-6 ("Finch It is conceded that 
it discloses 2-meth)d-5-oxo-l-cyclopen- 
tanehexanoic acid, which has the structure 
of compound (II) below. Appellants have 
never disputed the §102(a) anticipation of 
claim II by the reference if it is prior an; 
they have, however, sought to antedate the 
reference by affidavits fled under 37 CFR 
1.131 (Rule 131). The examiner conceded 
that the affidavits establish appellants 7 ac- 
tual reduction to practice prior to Finch, of 
two other species of the generic invention of 
claim II: ethyl 2-methyl-5-0xo-]-cyclopen- 
tancpciuanoaie, compound (I) below, and 
2-methyl-5-oxo-l ^ydc^ntanehqjianoic acid, 
compound (HI) below. 
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1*3 



(II) 



(IXU 



Q 

eB 3 



0- 



l a CK 2 CB^CH 2 Ctf 2 -C-0-K 



The examiner, the board, and the 
solicitor nave not disputed these facts but 
finch™"" kg*! sufficiency to antedate 

The Board's Decision 

i k°* r< * supported its decision in part 
?? J?if2T n ^ lo our pinion in In re Clarke, 

* In commenting on a situation very 
smujar to the one herein, the court in In 
re Clarke • * * stated that a cited 
reference may be antedated if the facts: 



• * offerred [mc] in a Rule 131 af- 
fidavit in support of a general allegation 
of conception and reduction to practice 
of the invention, would persuade one of 
ordinary skill in the an to a reasonable 
certainty that the applicant possessed 
so much of ihe moamon as to encompass the 
reference disclosure w w 

On the basis of the above cited Clarke 
language, the board held Clarke to apply as 
follows: 

Accordingly, if rhe only reasonable in- 
terpretation of the facts contained in the 

*roed affidav its i s that appellants viewed - 

their invention as embracing a series of 
homologous acids, we would be con- 
strained to agree that they had antedated 
the Finch et al. reference compound- 

So applying Clarke, the board expressed its 
view as follows: 

However, we do not agree that there is 
only one reasonable conclusion that a 
worker of routine skill in this field would 
reach, based upon the available facts. 

The board noted that appellants' com- 
pounds (l) and (III) had the same empirical 
formula, a nice to which the board gave 
great significance: 

It will be appreciated that said com- 

B winds may be characterized as isomers, 
encc, from the evidence, we believe that 
the skilled worker would be persuaded, to 
a reasonable certainty, that appellants en- 
visioned their generic invention to con- 
cern isomeric norprostanoic acid com- 
pounds having thineen carbon atoms. 
Such isomers would no/ encompass the 
reference discjosurc- 

The board stated that "still another imer- 
preiarton was suggested by a publication of 
M, Hamberg, "Metabolism of Prostaglan- 
dins in Rat Over Mitochondria," European 
Journal of Biochemistry, 6, 1968, pp. 135-46 
(hereafter '♦Hamberg'';: 

Said item indicates that prostaglandins 
are subject to betaoxtdation in rat liver 
mitochondria. In vitro experiments show- 
-j - _i inc ^bvxyl side chain of said 
acid *s degraded by one or two C, units, 
inencfgrc, since the compounds having 
an even number of carbon atoms in the 
side cham would seem to approximate 
J? a !i ira ? y O0CUrt w»J5' compounds in the 
body, the preparation and testing of such 
compounds having an even number of 
carbon atoms in the chain, does not, in 
itself, prove that appellants contemplated 
all homologous compounds, inchxding 
those with an odd number of carbon 
atoms. 
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In re Schaub, Bemad}, and Weiss 



190 USPQ, 



Appelfanis' Arguments 

Appellants argue that the disposition of 
this case should be governed by the follow- 
ing proposition; 

In an appropriate case an applicant 
should not oc prevented from obtaining a 
patent to an invention where a compound 
described in a reference would have been 
obvious to one of ordinary skill in the art 
in view of what the affiant proves was 
completed with respect to the invention 
prior zojhc effective date of the reference. 

Like the board, appellants also found their 
argument on In re Clarke, from which the 
above proposition is a direct quotation. 

Appellants contend that the reference 
compound (compound II) is obvious in view 
of compounds I and III, which they reduced 
to practice before the date of the Finch 
reference. They state that they have 
^bracketed" the reference compound with 
its two adjacent homologs, 3 thus raising a 
"presumption of obviousness vis-a~vis the 
reference compound," citing In re Hass, 31 
CCPA 895, l*\ F.2d 122, 60 USPQ 544 
(1944); In re Hcnxc, 37 CCPA 1009, 181 
F.2d 1%, 85 USPQ 261 (1950); In re MOls^ 
47 CCPA 1185, 2*1 F.2d 218, 126 USPQ 
513 (i960); and in re Stcmniski, 58 CCPA 
1410, 444 F.2d 581, 170 USPQ 343 (1971), 
so that "one of ordinary skill in the art 
would be persuaded to a reasonable certain- 
ty that Appellants possessed so much of the 
invention as to encompass the reference dis- 
closure." 



Opinion 

Appellants' arguments 



founded, ff it was not apparent from In re 
Clarke that appellants* proposition applies 
here, it was made apparent thereafter in In 
re Rainer, 55 CCPA 853 a 855-56, 390 F-2d 
771, 773-74, 156 USPQ 334, 336-37 (1968): 

It is settled, of course, that anticipatory 
disclosure, not a statutory bar, may be 
removed as a reference against a generic 
claim by a Rule 131 affidavit showing 



a Appellants recognize chat one of iftcir two 
compounds, compound I, being an ester, is not 
precisely an adjacent boroolog of ihe reference 
compOuna. %hica U an acid. They argue, 
however, that the difference between ihc*r ester 
and its acid (which *-OUld be an adjacent 
nomolog Of the reference compound) is not Signifi- 
cant because the acid is "trivially obvious from 
the ester. Their argument is an inference from the 
statement in Ex parte Konen, 7l USPQ 173 (B4 
App. 1945), that "an ester is ordinarily unpatem- 



ab£ over tne alcohol from which it U 



prior reduction to practice of as much of 
the claimed invention as the reference 
shows. In re Stempel, 44 CCPA 320, 241 
F-2d 755, 113 USPQ 77 (1957). (Sec 
further explanation of Stempel in In re 
TanczynT^ CCPA 1630, 347 F.2d 832, 
146 USPQ 2960 The Patent Office Board 
of Appeals, in that case, had held such a 
showing insufficient, requiring, rather, 
proof of prior ^possession of the generic in- 
vention- We held that this involved too 
literal a reading of Rule 13 1 and that "all 
the applicant can be required to show is 
priority with respect to so much of the 
claimed invention as the reference 
happens to show." And this priority need 
not always be shown directly. When that 
species of the generic invention which has been 
completed prior to the effective dau of the 
reference Vuould make obvwu* to Me cf ardmttp 
stjll in the art the species disclosed in the 
reference, the reference may be said to have been 
^indirectly antedated. " In re Clarke, 53 CCPA 
954 356 F.2d 987, 148 USPQ665 (1966), 
34 G-W.L,Rev. 507, 525 (1*66). IFjnal 
emphasis ours; footnote quoting Rule 
131(a) omitted.] 
The board thus gave insufficient considera- 
tion to appellants' affidavits when it con- 
sidered only whether they contained facts 
showing that "apjpellants viewed their in- 
vention as embracing a series of homologous 
acids." Such a showing is unnecessary when 
it is otherwise established thai the facts set 
out in the affidavits are such as "would per- 
suade one of ordinary skill in the art to a 
reasonable certainty that the applicant 
possessed so much of the invention as to en- 
compass the reference disclosure. " We find 
such "reasonable certainty" here in the 
"bracketing" of the reference compound. To 
our mind it is much more reasonable than 
the unsupported speculations of the board's 
arguments which the solicitor's brief makes 
no effort to support. 

[2] Appellants have made a prima facie 
case that the compound of the reference is 
obvious from the compounds which they 
made prior to the date of the reference. 
Appellants' compound III is the next higher 
homolog of the reference compound II, that 
is, the two compounds differ by just one CH r 
group in the carboxyl side chain. In bom 
compounds, the carboxyl side chain is a 
chain of several CH* groups terminating m a 
COOH group. The two compounds are thus 
adjacent homblogs in the classic sense of 
differing by only one CH 2 group in a 
hydrocarbon chain- Under these cir- 
cumstances, compound III is itself sufficient 
amy fender the reference compound prima 
it U derived.'' facie obvious, In re Henze, supra; In re 
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Mills, supra. The closeness of appellants' 
compound I lends further support to the ob- 
viousness of the reference compound in view 
of their compound III. To this prima fecie 
showing, the board replied that one of or- 
dinary skill in the art would have concluded 
that appellants envisioned their invention a* 
a group of compounds isomeric to their 
compounds I and III. The board pointed to 
nothingin the record to support jts conclu- 
sion. The Hamberg publication contains 
nothing to show that the reference com- 
pound would not be obvious from 
appellants' compounds. Hamberg does not 
discuss the reference compound at all, and 
nothing in the record has been pointed to as 
establishing any relationship between 
Hamberg and the reference compound. 
The decision of the board is reversed. 



Court of Customs and Patent Appeals 

In re Willis 
No. 75-596 Decided July 9, 1976 

PATENTS 

1. Court of Custom* and Patent Appeals 

— In general ($28.01) 

Paper entitled "Notice of Motion ro 
Recall the Mandate" that was filed when 
there was no appeal before Court of 
Customs and Patent Appeals in relation to 
which "motion" might be filed was 
erroneously titled. 

2. Court of Customs ami Patent Appeals 

— In general (§28.01) 

Petition for rehearing or for writ of cer- 
tiorari within 21 days of Court of Customs 
and Patent Appeals* decision automatically 
stays court's mandate, but after 21 days 
mere filing of petition for writ of certiorari 
has no effect on mandate. 

3. Applications for patent — Continuing 

(§153) 



Court of Customs and Patent Appeals 

— In general <§3&01) 

Appealed application in which no claims 
were allowed suffered its demise when man- 
date of Court of Customs and Patent 
Appeals, which had affirmed Patent and 
Trademark OfHcc decision, was received in 
Patent and Trademark Office, and 
thereafter there existed no application of 
which subsequent application could con- 
stitute "continuation- 

4. Court of Customs and Patent Appeals 

— In general ({28.01) 

Desire to obtain benefit of filing date of 
appealed application for "continuation" 
application, asserted by petitioner whose 
appealed application ceased to exist after 
Court of Customs and Patent Appeals* man- 
date, is insufficient as sole justification for 
recalling mandate. 

5. Court of Customs and Patent Appeals 

— In general (§28.01) 

Court of Customs and Patent Appeals has 
power, in interest of justice, to recall its 
mandate in appropriate cases, but power 
should be exercised sparingly and only upon 
showing of good cause. 

6. Affidavits — Anticipating references 

(Rule 131) (§12.3)^^ 

Court of Customs and Patent Appeals 

— In general (§28.01) 

Justice does not require recalling Court of 
Customs and Patent Appeals' mandate after 
appUcant withheld Patent Rule 1 31 facts of 
which he was fully aware and employed 
processes of Patent and Trademark Office 
and Court of Customs and Patent Appeals 
to determine whether he had right to patent 
without relying on those facts; there is no 
requirement or rule compelling applicant to 
file Rule 131 affidavit; applicant who was 
free to file continuation to assert Rule 131 
facts before Court of Customs and Patent 
Appeals' mandate issued and application 
suffered its demise but who elected to ex- 
pend scarce judicial resources while failing 
to take timely action is not entitled to man- 
date's recall. 

Appeal from Patent and Trademark Of- 
fice Board of Appeals. 

Application for patent of Nathaniel C 
VVilfis, Sr., Serial No. 30,543. On petition to 
reconsider and grant motion recalling man- 
date. Petition denied. 

William T. Hough, and Polachek, 
Saulsbury & Hough, both of Basking 
Ridge, N.J., for petitioner. 
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the other ingredients. Thus the patent 
stated that 

* * * It is quite likely that the silica 
flour reacts with clay constituents to 
form refractory silicates. These sili- 
cates also possess cementing properties 
which possibly account for the greater 
hot strength of mold obtained. * " 

Since silica flour is relied on for its 
chemical action, it would not be obvious 
that olivine flour, which differs mate- 
rially from silica flour chemically, would 
form an acceptable substitute for it in 
_ Pietero t composition. 

While the prior art snows that silica 
sand, western bentonite, and olivine are 
all old ingredients in molding composi- 
tions, it does not suggest the use of those 
ingredients in a smgle composition in 
the proportions stated" in the appealed 
claims. Appellants' specification clearly 
indicates that the claimed composition 
has definite advantages, not only in re- 
ducing the silicosis nazard, bat in im- 
proving other properties of the compo- 
sition, and it was conceded by the board 
that "the properties of the claimed 
composition are superior to those of the 
composition disclosed in Dietert," Since 
appellants have produced a substantially 
improved composition by making an UU- 
obvious combination of ingredients, the 
appealed claims should have been al- 
lowed. 

m The decision of the Board of Appeals 
is reversed. 

Jackson. judge, retired, recalled to 
participate in place of Cole, Judge, 
absent because of illness. 

Bjch, Judge, Concurring, in which 
Jackson, Judge, joins. 

I agree that the rejection of the claims 
should be reversed but my view of the 
prior art is this : 

The Dietert reference clearly teaches 
{molding sand composed of silica sand, 
oentonite and silica flour in the propor- 
tions claimed The first two ingredients 
are conventional. This reference pwftws 
the addition of silica flour to overcome 
Advantages m using cheaper and more 
readily available days than bentonite, 
fw as montmorillonite, but, far from 
S^? ud ?F of bentonite, he con- 

2?dea his specification by saying in 
«teet that any clay suitable for foundry 
nse may be used. 

The ^ British Goldschmidt patent, how- 
S fa Ss to suggest the substitution of 
gjnje flour for the silica flour in the 
S?*!* Intent composition- It teaches 
of , a mold body Jnaoe entirely of 
F*nol*r olivine from which fines in the 
r category have been carefully re- 



moved, and bound with a suitable day 
such as bentonite. His mold contains no 
silica sand at all. The fines he has re- 
moved, or fines otherwise produced and 
fine enough to be called flour, are then 
made into a slurry and painted on the 
mold as a facing. I do not see bow th is 
would suggest the incorporation of 
olivine flour In a silica sand and benton- 
ite molding composition. 

I regard the avoidance of the silicosis 
hazard as merely an obvious advantage 
attendant upon the avoidance in the 
foundry of materials which produce it 
-While this occupational hazard may have 
been an incentive which led to the making 
of the invention, I cannot see that it 
should be taken into account in deter- 
mining- patentability. Applicant has not 
discovered either the cause of nor a cure 
for silicosis. Patentability should not be 
predicated to any degree on the fact 
that olivine does not cause silicosis for 
the further reason that this fact is dis- 
closed by Goldschmidt. 
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Court of Customs and Patent Appeals 

In re Stemfel 
AppL No. 6245 Decided Feb. 21, 1957 
PATENTS 

1. Affidavits — Anticipating references 

When domestic patent discloses, but 
does not claim, only a single species of 
invention, it cannot be used as basis of 
rejection of applicant's generic ^laimg 
where applicant submits itule ISi affi- 
davit showing completion of invention of 
that species prior to effective date of 
reference* 

2- Agdavito — Anticipating references 

All applicant can be required to show 
by Bule 151 affidavit is priority with re- 
spect to so much of claimed invention as 
reference shows; when he has done that 
he has disposed of reference; it is too 
literal construction of Rule to hold that 
the invention, the completion of which 
must be shown by affidavit, is the inven- 
tion denned in claim the applicant is ask- 
ing for and, if it is generic claim, prior 
completion of generic invention must be 
shown, whether or not reference discloses 
generic invention. 
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3. Patent grant— In general (8 50,01) 

Patent statutes give to inventors the 
right to patent upon comptonee with 
their provisions; neither Patent Omce 
Rules nor interpretation placed upon 
t fr>T" can detract from these rights. 

4 Patent grant— la general (§ 50-01) 
*Under 85 TT.S.C 102, applicant is en- 
titled to patent unless it is &Jwwn. that 
one of prohibitory provisions therein, or 
elsewhere in statute, applies. 

5 Patentability— Anticipation— In gen- 
" era! <§ 51.201) 

Patentobility^Anudpation^ariyinc 
dttehaSt of references (| 51.208) 

aefereuee is valid only fprwhat it en- 
closes: if applicant estabuahp priority 
aa to that disclosure, and there is no 
statutory bar, it of no effect. 

6 Affidavits — Anticipating references 

Patentability — Anticipation — In gen- 
eral (§51-201) 

Words and phrases (§ 700 

"Reference" is nothing more than pat- 
ent or publication cited to show that aU 
or part of invention for which patent j* 
sought was in prior art, either jnore ; than 
yea? before filing date to which applicant 
is entitled, in which case it i» ^statntory 
bar" and cannot be swom back of, or De- 
fore applicants date of invention, 
7. Affidavits — Anticipating references 
(§12*) 

PatentabiUty— Anticipation— Ca^ii^ 

date back of referenees (§ 51303) 
When reference is not a statutory bar, 
Rule 131 provides procedure by which ap- 
plicant is permitted to show that hi* date 
of invention was earlier than date of 
reference; Rule must be con^rucd to 
accordance with rights given to inven tors 
by statute; this excludes construction 
permitting further use of reference as 
ground of rejection after all pertinent 
subject matter in it has been antedated 
to satisfaction of Patent Office- 
Particular patents— Benaenes 
Stampel, Nuclear Disubstituted Isopro- 
penyl Benzenes, claims 1 to 4, 12, 14, and 
15 cd application allowed. 



Appeal from Board of Appeals of the 
Patent Office. 

" Application for patent of Qmdo 
Stempel, Jr„ Serial No. 145,500 ^Patent 
Omce Division SI. From decision re- 
jecting claims 1 to 4, 12, 14, and 15, ap- 
plicant appeals, Reversed- 
Pbank S, Gbesne (McCoy, Greece & 
Te GsoTENHtns and William C- Mc- 



Coy, Jjl, of counsel) all of Cleveland. 
Ohio, for appellant- . 

CllSwE Wf MOOBE (J- SCTOMMEt of 

counsel) for Cwnmissiouer of Patents, 

Before Johnson, Chief Judge, and 
Woriey, Rich, and Jackson (retired), 
Associate Judges. 

Rich, Judge, 

This is an appeal from the decision of 
the Patent Office Board of Appeals ja „ 
which it affirmed the primary examiner's 
rejection of claims 1-4, 12, 14 
reversed the examiner as to claim 18, 
which claim was allowed. 
Claims 1 and 18 are representative: 

!♦ An isopropenyl benzene baying 
only two substituents both of which 
are attached directly to the nuclear 
carbon atoms and neither of which are 
attached to carbon atoms next adjacent 
that carrying the isopropenyl group; 
said substituents being further char- 
acterised in that they are both ortho- 
para directing groups which do not 
appreciably activate the benzene ring, 
said isopropenyl benzene being further 
characterized in that it is free from 
more than 20 per cent of unpolymena- 
able impurities, m t _ 

18. S^dichloro-isopropenyl benzene 
said isopropenyl benzene being further 
characterized in that it is free from 
more than 20 per cent of unpolymen&- 
able impurities. 

We need not discuss the invention be- 
yond pointing out that the application 
contains broad or generic clawns to cer- 
tain isopropenyl benzenes, such as claim 
1, and also specific claims, such as 
claim IS to species within the scope of the 
broad claimi Claims 1-4 and 14 are the 
broad claims. Claims 12 and 15 are under 
rejection as to non-elected species and 
are not before us. 

The parties to this appeal are in agree- 
ment that there is no dispute as to tne 
facts, which present for our consideration 
a single question of law. This question, 
as we shall show, is one on which were 
is today, as the Solicitor for the Patent 
Office stated at the hearing, a difference* 
of opinion in the Board of Appeals which 
our decision in this case should resow- 

These are the pertinent facts: 

1. Only one reference is relied on, 
the United States patent to Amos et 
aL, No. 2,486,879, issued November 1 ? 
1049 on an application filed July z*, 
1040 

2. The Amos et aL patent discloses 
but does not claim the compound 
pha-methyl-3, 4-dichlorostyrene" whw 
is the same thing as 3, 4-oichloro-iso: 
propenyl benzene, the compound « 
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ly activate the bensene ring, 
openyl benzene being 
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i 20 per cent of nnpolymenz- 

Soro-isopropenyl be^f^ 
■onenyl benzene being further 
£ed in that it is free from 
a 20 per cent of unpolymew- 
orities. 

ttot discuss the invention be- 
£g out that the appiica^n 
or generic claip to oer- 
penyl benzenes, such as claim 
So specific claims, such as 
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Claims 1-4 and U are t&e 
at Claims 12 and 16 w? under 
£t to non-elected species and 
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allowed claim 18, Amos et al- discloses 
nothing else pertinent to the claimed 
invention. 

3. The applicant submitted several 
affidavits under Patent Office Kule 131 
(formerly Rule 75) which satisfied the 
Board that he had made the compound 
a& described in claim 18, but only that 
compound, prior to the filing date of 
the Amos et al. patent, for which rea- 
son it held that claim to be allowable, 
reversing the examiner on this point. 

4. The -Board ^nevertheless sustained 

the rejection of the broad claims on 
the Antes et aL patent, notwithstand- 
ing the antedating under Rule lSl of 
everything it discloses pertinent to the 
claimed subject matter- 
[1] The question before us is whether, 
under these circumstances, the rejection 
of the broad claims on Amos et al is 
proper. Restated, the question is; When 
a domestic patent discloses only a single 
species of an invention and the applicant 
submits an affidavit under Rule 131 
showing completion of the invention of 
that species prior to the effective date of 
the reference (which does not claim it), 
can that reference be used as the basis of 
the rejection of generic claims in the ap- 
plication? 

Appellant has cited Ex parte Burt, 89 
USPQ 186 (Bd- App-, 1950}, as con- 
trolling. In that case the applicant filed 
an affidavit under Rule 75 (now Rule 
131), in support of generic claims, show- 
ing completion of the invention of the 
same species of invention as that dis- 
closed in certain references before the 
effective date of the earliest reference. 
In reversing the examiner's holding that 
the affidavit failed to overcome the ref- 
erences as to the generic claims, the 
Board said, S9 USPQ at 188: 

We are of the opinion that the ex- 
• aminer is in error in holding the affi- 
davit insufficient to overcome these 
references, because it is not ordinarily 
the function of an affidavit under old 
Rule 75 to show the invention as 
dajjned has been reduced to practice 
prior to the date of the reference 
which it aims to overcome. It is 
sufficient if it show? that us much of 
the claimed invention as is taught in 
the reference has been reduced to 
practice by the appellant prior to the 
date of the reference, [Emphasis 
added,} 

It is noted that old Rule 75, as does 
present Rule lSl, required a showing of 
completion of the invention in this coun- 
try" before the effective date of the ref- 
erence. (Emphasis ours.) 

In the present case a different panel 
<*? the Board has held, 



It is now well settled that a show- 
ing under Rule 131 establishing prior- 
ity as to a common species is not 
necessarily sufficient to obtain allow- 
ance of a generic claim. 
And farther, on reconsideration, the 
Board said. 

To obtain allowance of generic 
claims here appellant mast establish 
that he was in possession of the 
generic invention prior to the effective 
date of the reference, Le. the affidavits 
uhder~Rule 181 must show as much as - 
the minimum required by a patent 
speculation to furnish such support. 
It is evident that these statements, par- 
ticularly the latter, are not in harmony 
with what was sain in Ex parte Burt, if 
not directly contrary thereto. 

To support its view of the law in 
this case the Board relied on the follow- 
ing cases: In re Steenbock, 23 C.CP-A. 
(Patents) 1244, SO USPQ 45, 83 f^d 
$12; Ex parte Fryling, 75 USPQ 9, 1947 
CJX 5 (Bd. App. 1947); Ex parte 
Pritchard et aU 103 USPQ 160 (Bd. 
App. 1952); Ex parte Young et al, 104 
USPQ 181 (Bd- App, 1954). The first 
case was a decision of this court. The 
others were all decisions of the Board, 
the opinions in which all rely, to a 
greater or less extent, on In re Steen- 
bock as a controlling authority- It is 
also observed that in Ex parte Young 
the Board indicated a belief that Ex 
parte Burt, relied on in that case by 
the appellant, contained language which 
might he interpreted **as contrary to the. 
terms of Rule 181," having reference no 
doubt to the passage from Ex parte Burt 
quoted above. Insofar as this was so, 
the Board said, "it must be deemed 
without authority since this Board does 
not have any authority to modify or 
ignore the requirements of the rules 
established pursuant to the statutes." 
We shall advert to this point later. 

In none of the above Board decisions 
was the fact situation the same as that 
in this case. 

In Ex parte Fryling the affidavits un- 
der Rule 181 showed, first, a prior re- 
duction to practice of one species dis- 
closed by the reference and, second, a 
conception, prior to the effective date 
of the reference, of a second species, 
coupled by diligence with a later reduc- 
tion to practice, which established prior- 
ity as to the second species also. The 
Board allowed the generic claims, find- 
ing that the affidavits showed completion 
of a generic invention prior to the ef- 
fective date of the reference. 

In Ex parte Pritchard the applicant 
attempted to swear back of a reference 
by showing reduction to practice of **a 
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particular species," He was allowed a 
claim to that species. But on the appeal 
he was asking for broader claims, the 
subject matter of which the Board held 
to be substantially shown in the refvr* 
OTioe. Thus all pertinent subject matter 
in the reference had not been antedated 
and it was still a good reference against 
the broad claims. 

In Ex parte Young an affidavit was 
accepted as establishing prior invention 
of a "particular species^ but was held 
not to establish priority as to claimed 
-generic subject matter. „lt is impossible 
to tell from the opinion how much per- 
tinent disclosure the reference contained 
other than that which was covered by 
the showing of the amdavit, bat it is 
obvious that it was considerable. That 
being so> there woe still anticipatory 
■matter in the reference, not antedated, 
by reason of which it could remain a 
good reference. 

The decisions reached on the facts 
presented in these three Board decisions 
relied on in this case are, therefore, 
not, on the basis of their facta, pre- 
cedents for the decision of the Board in 
this case- 

Of the cases relied on by the Board 
we have left for consideration the deci- 
sion of this court in In re Steenbock, 
supra- Notwithstanding its repeated 
citation by the Board in cases involving 
swearing-back affidavits, as a con- 
trolling authority for what they must 
contain to support generic claims, we 
are unable to see that the opinion either 
says anything about or makes any hold- 
ing on T hre point. To be sure, it refers 
to the facts that some specific claims 
had been allowed as a result of a Rule 
75 affidavit, but that affidavit had noth- 
ing whatever to do with the broad 
claims on appeal- All of those claims 
were rejected because there was no sup- 
porting disclosure in any of the copend- 
ing earlier applications on which the 
appellant was attempting to rely and 
consequently each of three references 
constituted a statutory bar, having been 
published more than two years prior to 
the filing date of the involved applica- 
tion. 

The much Quoted statement from this 
court's opinion in In re Steenbock was 
nothing more than a reiteration of the 
then well-established rule that, in com- 
position of matter cases, **the disclosure 
of a species in a cited reference is suf- 
ficient to prevent a later applicant from 
obtaining generic claims, although the 



disclosure m an application of a species 
may not be sufficient basis for a generic 
claim," (which seems to be an unneces- 
sary confusion of two distinct proposi- 
tions of law)- The metamorphosis of 



this statement, through repeated ap- 
plication to unrelated problems without 
due regard to the circumstances of its 
origin, into the proposition here applied 
by the Board that a Bule 131 (or 75) 
affidavit, to support generic claims, 
"must show as much as the minimum 
required by [of] a patent specification 
to furnish such support," without any 
regard for What the reference sworn 
back of discloses, is wholly unwarranted* 

As far as the cases relied on by the 
Board are concerned, we hold that they 
do not support it? affirmance of the re-, 
jectiou of applicant's broad claims on 
the Amos et al. reference, all pertinent 
disclosure in that reference having been 
antedated. 

An earlier Board decision than those 
considered above which is in accord with 
our view is Ex parte Clark, 60 USPQ 
72, 73, (Bd. App. Id43), cited by neither 

Sarty, wherein, as here, an examiner 
eld a Rule 75 affidavit inadequate to 
overcome rejection of a generic (Mar- 
kusb) claim on a reference disclosing 
only one species which the affidavit had 
antedated, citing In re Steenbock, supra. 
In reversing, the Board said, "it was 
only necessary for applicant to overcome 
the diaclosxtre of that patent to eliminate 
it as a reference." (Emphasis ours.) 
It correctly distinguished In re Steen- 
bock on the ground that the refusal of 
generic claims in that case was "For 
lack of disclosure in the specification 
rather than lack of showing in the affi- 
davit under Bule 75-'' To the same ef- 
fect is Ex parte Clifford, 84 TJSPQ 232, 
(Bd- App, 1336, prior to In re steen- 
boety ; see especially the concurring 
opinion of Thnrber, Examiner in Chief, 
whose dissenting opinion in Ex parte 
Sebrell, 36 USPQ SO (Bd. App. 1937), 
may have contributed to the schism 
which has developed in the Board- In 
this dissent he pointed out that when 
a reference has a generic disclosure, 
then the affidavit to overcome it should 
show prior completion of the generic in- 
vention to support a generic claim. 

There appears to be another basis 
for the Board's conclusion beside the 
"prevailing authority," which have 
just found to be non-existent, and that 
is the wording of Rule 1S1 itself. This 
point is not clearly brought out in the 
Board's opinions in this case, bat that it 
is lurking there is evident from what 
the Board has said on previous occasions 
in the cases cited by it and in the 
Board's statement that "the showing 
must show a reduction to practice ox 
the claimed invention." (Emphasis m 
original.) It is also implicit in the state- • 
ment, "It is our conclusion from the ■ 
record presented that appellant was net ; 



113 V 



in pos 
at a t 
Amos 
prudes 
point, 
the Pa 
Rule 
reads; 

Wl 
is re, 

Sate; 
escr 
jectet 
plical 
mg i 
this i 
the a 
pates 

* * V 

pal 
date 1 
one 5 

the a* 
try. 

effect, i 
pletion 
Rule 13 
fined in 
far and * 
complete 
be show 
discloses 
We t 
srructioi 
with pa! 
and Ex 
convince 
phcant < 
ity whl 
claimed 
happens 
that he ] 
1*3 T 
venters i 
pliance v 
SiS rule 
Office no: 
them car 
TJ-S.C. 6. 

[4] ph 

unless" i 
of tlie P1 
ekewberi 
ti*e case 
J«] fun 
for what 
establish 

it is of u 

go* cnWc 
the invej 
*fught w= 
than & * 
which th« 



Received from < 202 662 4643 > at 4/23/03 4:23:23 PM [Eastern Daylight Time] 



Apr-23-2003 04:22pm From-FULBRIGHT & JAWORSKI 



202-662-4643 





113 TJSPQ 

epeated ap- 
ema without 
ances of its 
here applied 
181 (or 75) 
eric claims, 
he minimum 

specification 
without any 
irsnce sworn 
unwarranted. 
*d on hy the 
»ld that .they 
ce of the re- 
id claims on 

all pertinent 
t having been 

^ than those 
n accord with 
rk, €0 USPQ 
by neither 
an examiner 
inadequate to 
generic (Mar- 
ace disclosing 
» affidavit had 
enbock, supra, 
said, *it was 
at to overcome 
at to eliminate 
aphasia ours.) 
. in re Steen- 
the refusal of 
&se was "For 
e specification 
ing ro the afn- 

0 the same ef- 
34 USPQ 232, 
> In re Steen- 
;he concurring 
miner in Chief, 
X in Ex parte 
Id- APP- 19^7), 
to the schism 
the Board. In 
out that when 
eric disclosure, 
rcome it should 
! the generic in- 
£iic claim. 

: another basis 
sion beside the 
which we have 
istent, and that 
131 itself. This 
ught out in the 
case, but that it 
dent from what 
revious occasions 
ft and in the 
t **the showing 

1 to practice of 
" (Emphasis in 
ilicit in the state- 
lusion from the 
ppellant vras not 



113 USPQ 



In re Pennington 



81 



in possession of the generic invention 
at a time prior to the effective date of 
Amos et al." Wherefore we deem it 
prudent to express cur views on this 
point, especially since it was argued by 
the Patent Office Solicitor. 

Rule 131, insofar as applicable here, 
reads: 

When any claim of an app lication 
is rejected on reference to a domestic 
patent which substantially shows or 
describes but does not claim the re- 
- jected invention, * and the ap- 
plicant shall make oath to facts show- 
ing 1 a completion of the invention in 
this country before the filing date of 
the application on- which the domestic 
patent issued, * * * then the patent 
* * * cited shall not bar the grant of 
a patent to the applicant, unless the 
date of such patent * * w be more than 
one year prior to the date on which 
the application was filed in this coun- 
try. (Emphasis ours.) 

f£] What the Board is here saying, in 
effect, is that the invention, the com- 
pletion of which must be shown by a 
Rule 131 affidavit, is the invention de- 
fined vi the claim the applicant is asking 
for and, if it is a generic claim, prior 
completion of the generic invention must 
be shown, whether or not the reference 
discloses the generic invention. 

We think this is a too literal con- 
struction of the rule and not in accord 
with past practice. See Ex parte Burt 
and Ex parte Clifford, supra. We are 
convinced that under the law all the ap- 

gcant can be required to show is prior- 
■ with respect to so much of the 
claimed invention as the references 
happens to show. When he has done 
that he has disposed of the reference, 

[33 The patent statutes give to in- 
ventors the right to a patent upon com- 
pliance with their provisions, and neither 
the rules promulgated by the Patent 
Omce nor the interpretation placed upon 
them can detract from these rights. 85 
U.S.C. 6- Under 35 U.S.C. 102 an ap- 
[4] plicant is "entitled to a patent 
unless" it is shown that one or another 
of the prohibitory provisions therein, or 
elsewhere In the statute, applies. In 
the case of a reference, it is 
[5] fundamental that it is valid only 
for what it discloses and if the applicant 
establishes priority with respect to that 
disclosure, and there is no statutory bar, 
it is of no effect at all. 

IJ] What i$ a ^reference"? It is 
nothing more than a patent or publica- 
tion cited to show that all or part of 
the invention for which a patent is 
Jjmght was in the prior art, either more 
«an year before the filing date to 
which the applicant is entitled, in which 



case it is a Statutory bar" and cannot 
be sworn back of, or before the ap- 
J7] plieanfs date of invention. When 
a reference is not a statutory bar, fiule 
131 provides a procedure by which the 
applicant is permitted to show, if he can, 
that his date of invention was earlier 
than the date of the reference* The 
rule must be construed in accordance 
with the rights given to inventors by 
statute and this excludes a construc- 
tion permitting the further use of a ref- 
erence as a ground of rejection ^after 
all pertinent subject matter in it has 
been antedated to the satisfaction of the 
Patent Office. 

For the foregoing reasons the deci- 
sion of the Board of Appeals is reversed. 

Jackson, Judge, retired was recalled 
to participate in nlace of Cots, Judge, 
absent because of illness. 
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Court of Customs and Patent Appeals 

In re PENNINGTON 
AppL No. 6250 Decided Feb. 21, 1957 

PATENTS 

1, Patentability — Anticipation — Com- 

bining references (§ 51.205) 
Where two or more prior art references 
are combined to negative patentability, 
test applied is whether prior art suggests 
doin? what applicant did : it must be 
considered whether one skilled in art, 
with references before him, could have 
made combination of elements claimed 
without exercise of invention. 

2. Patentability— Evidence of— In gen* 

etal (§51,451) 
In many cases, invention may consist 
in one or both of (1) conception of gen- 
eral result wished for a and (2) actual 
means of achieving that result; hence, 
that applicant's modifications oyer prior 
art might not produce what would nor- 
mally be termed to be new and unex- 
pected results is not determinant inas- 
much as essential portion of applicant's 
contribution was- appreciation that maxi- 
mum efficiency of prior art devices could 
not be obtained due to specific cause; 
once having appreciated this problem* 
it might be that one skilled in art would 
construct applicant's apparatus without 
further use of inventive faculty, but 



